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Abstract

Word marks constitute the most traditional form of trademarks. Slogans
are also considered unconventional in some sources. However, the
historical evidence that we will refer to shows that the use of these marks
has a long history and therefore they will be included in the category of
traditional marks and review of precedent-setting cases in the two legal
systems of the United States and the European Union and the judges
analysis of generic or descriptive terms for which registration has been
sought by invoking secondary meaning also an examination of a few
examples presented in Iranian judicial practice including the ‘Classic’ case
shows that despite the lack of amendment to the Trademark Registration
Law of 1403 in this regard judges can contribute to the creation of judicial
practice that seeks to protect the acquired rights of individuals and fair
competition by resorting to legal principles such as the prohibition of
unfair and illegitimate competition, the prohibition of free riding and by
adhering to jurisprudential rules such as the rule of no harm. This research,
using a descriptive-analytical method and a case-based approach shows
that relying on the acquired distinctiveness of trademarks in Iranian
judicial practice is not far-fetched or impossible. Supporting these marks
can bring the safety to intellectual property rights.
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Extended abstract

1. Introduction

In the United States, in addition to
inherent  distinctiveness  secondary
meaning is another way of saying that a
mark has acquired distinctiveness under
section 2 (f) of the Lanham Act. A
descriptive mark acquires secondary
meaning when a buyer associates the mark
with a specific product or service in
addition to its primary meaning. The mark
must indicate only one particular seller or
source when the buyer hears the name of
the mark.

In Europe when there is no inherent
distinctiveness, acquired distinctiveness
can be proven by showing that consumers
attribute the mark to its origin after it has
been used in the market. For example one
might think that ‘American Airlines’ refers
to any airline in United States, but long-
term use and constant advertising of such
a mark has led consumers to associate it
with the origin.

Although descriptive trademarks do not
seem to be registrable in our law based on
existing laws, even if they rely on the
existence of a secondary meaning, a
review of the judgments issued, the
reasoning of the judges in the cases
presented like ‘Charmineh’, ‘Actioner
Brand’ and ‘Classic’ and interviews with
experts from the Trademark Registration
Office show that such an issue is not
unthinkable or far-fetched.

2. Methods

This research examines the possibility and
manner of  protecting descriptive
trademarks with acquired distinctiveness
in Iran by providing a description and
analysis of important cases presented in
the legal systems under study.
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3. Results

A review of the case law of the United
States and European Union demonstrates
how judges by providing their own
interpretations of the laws in each case
taking into account the specific
circumstances of each case can lead to the
protection of trademarks with secondary
meaning even in the absence of legal
clarification. The experience of the United
States practice regarding slogans showed
how the legal system moved from an
absolute lack of protection for slogans as
trademarks to a position of protecting
slogans with secondary meaning. A similar
situation to this system was observed in
the European Union regarding word
trademarks in terms of the interpretation
of judges.

4. Conclusion

A review of a few examples presented in
Iran shows that even in the current
circumstances and despite the lack of
clarification judges have the freedom to
interpret the law in favor of the plaintiff as
it's known that at least in trademark
infringement cases we are not faced with
legal principles such as narrow
interpretation and interpretation in favor
of the defendant which are discussed in
criminal law. On the contrary we are
aligned with legal principles such as the
prohibition of unfair competition, the
prohibition of free riding and the
protection of acquired rights of
individuals. Principles that help provide
the most equitable interpretation of laws.
This is only possible by producing relevant
legal literature and familiarizing legal
audiences with new topics in the world of
law.

Examining how judges and registry
offices argue, defend and evidence
presented by applicants in progressive
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legal systems around the world in each
case, will greatly assist in defending this
type of mark in the current legal context.

Mentioning the phrase ‘continuous use’
in the new Industrial Property Law of 1403,
which is one of the most important
evidences of the existence of acquired
distinctiveness in a mark in the world is a
new measure and by presenting a new
interpretation of the law, it can be claimed
that acquired distinctiveness is
supportable as another distinctive aspect
of a trademark under this law, unlike the
previous law of 1386.
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1956).
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¢ Jeff Foxworthy.
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'No bones about it., In re National Tea Co., 144
U.S.P.Q. (BNA) 286, 287 (T.T.A.B. 1965).

2 Roux Laboratories Inc. v. Clairol Inc., 427 F.2d 823
(CCPA. 1970)., available at:
https://law.justia.com/cases/federal/appellate-
courts/F2/427/823/267844/ , (Last visited: July 30,
2025).
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2 the Court of First Instance= CFlI.

3 Societe Des Produits Nestle SA.

4 Have a Break.

5 Have a Break... Have a KIT KAT.

® UK.
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