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Abstract

The ICSID Convention does not define the term "investment” in Article 25, which
has led to divergent opinions among legal scholars and international investment
arbitration tribunals regarding the concept of investment and its constituent
elements. One of the most contentious issues is whether disputes related to
intellectual property rights (IPRs) can be considered as involving an "investment"
under the ICSID Convention. To address this key question—whether intellectual
property-related claims, particularly those involving trademarks, can be classified
as investments under the ICSID framework—the authors analyzed the
interpretation of Article 25 of the ICSID Convention and the approaches taken by
international investment arbitration tribunals in two landmark cases: Philip Morris
v. Uruguay and Bridgestone v. Panama. This research, which employs a library-
based method and a questionnaire survey, demonstrates that, under certain
conditions, intellectual property rights—especially trademarks—can indeed be
considered investments under the ICSID Convention. Specifically, if trademarks are
actively used in a manner that generates income for the host state and contributes
to its economic development, they may satisfy the criteria for an "investment" as
interpreted by ICSID tribunals. Thus, the study concludes that intellectual
property-related matters, particularly those involving trademarks, can be regarded
as falling within the scope of investment contracts under the ICSID Convention.
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Extended Abstract

1. Introduction

The ICSID Convention, as the most
significant legal instrument in
international investment arbitration, does
not define the term "investment" in its
Article 25. This omission has led to
divergent interpretations among legal
scholars and international investment
arbitration tribunals regarding the
definition of investment and its
constituent elements. One of the most
well-known cases examining investment
criteria is Salini v. Morocco, which
introduced the Salini test—a set of
conditions used to determine whether an
investment qualifies under the ICSID
Convention. Among these conditions, the
most debated is the requirement that an
investment must contribute to the
economic development of the host
country—a criterion that has sparked
considerable discussion in disputes
related to intellectual property.

2. Results

Beyond the criteria established in the
Salini case, legal scholars generally rely on
two approaches to defining investment
under Article 25 of the ICSID Convention:
the objective criterion and the subjective
criterion. The objective criterion—
exemplified by the Salini requirements—
recognizes an investment contract only if
it meets specific predefined conditions. In
contrast, the subjective criterion defines
investment based on the terms of each
Bilateral Investment Treaty (BIT), meaning
that the interpretation of "investment"
depends on the provisions of the
applicable treaty.

An analysis of two significant
intellectual property investment
arbitration cases—Philip Morris v. Uruguay
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and Bridgestone v. Panama—reveals that
arbitral  tribunals  have  classified
intellectual property investments,
specifically trademarks, as qualifying
investments under the ICSID framework.
In Philip Morris v. Uruguay, the tribunal
emphasized that the term "investment" in
Article 25(1) of the ICSID Convention
should be interpreted broadly, avoiding
restrictive definitions. The tribunal ruled
that even if an investment does not meet
Salini’s economic development criterion,
this does not necessarily preclude its
recognition under ICSID. Consequently,
the tribunal found no legal barrier to
considering Philip Morris's trademark
investments in Uruguay as valid ICSID-
covered investments.

In response to the central research
question—whether intellectual property-
related claims, particularly those involving
trademarks, constitute investment
contracts under Article 25 of the ICSID
Convention—this study is organized into
four main sections.

1. The first section examines the
concept of investment under Article 25 of
the ICSID Convention and evaluates
various methodologies for establishing
what constitutes an investment.

2. The second section examines
intellectual property rights and their
importance for economic agents and
inventors.

3. The third and fourth sections offer a
detailed analysis of international
investment arbitration rulings in the Philip
Morris v. Uruguay and Bridgestone v.
Panama cases.

3. Findings

Findings from this research, conducted
using a library research methodology and
note-taking techniques, indicate that,
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alongside  scholarly interpretations,
investment arbitration jurisprudence has
reinforced the notion that the definition of
investment under Article 25 of the ICSID
Convention is broad and applicable to
intellectual property cases, particularly
those involving trademarks.
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2 International investment agreement (IIA)

3 See, Fedax v Venezuela, ICSID Case No.
ARB/96/3, Award on Jurisdiction, (11 July 1997);
Salini v Morocco, ICSID Case No. ARB/00/4, Deci-
sion on Jurisdiction, (23 July 2001); Joy Mining v.
Egypt, ICSID Case No. ARB/03/11, Award on Juris-
diction, (6 August 2004); LESI-Dipenta v Algeria,
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* Duration of the contract

5 Assumption of risks

¢ Economic development of the host State

7. Joy Mining vs. Egypt, para. 49-50.

8 Salini Construttori S.P.A. v. Kingdom of Morocco,
ICSID Case No. ARB/00/4

° A contribution of money
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207. The objective criteria approach was however re-
jected by another non-ICSID tribunal in Flemingo v
Poland, UNCITRAL, Award, (12 August 2016), para
298.

! Malaysian Historical Salvors, SDN, BHD v. Malay-
sia, ICSID Case No. ARB/05/10.

2 Regularity of profit and return.

3 The investor’s contribution to the host State.

b eSS (55815 O gl 555 (Sl p (658 STl ssles 43 (6108 wbs r,@,-lfl;s;.-”‘;;u.ufg}s.:aowt (sl ol oz

Ol (g 4y 2K



| et o sclingy

Comparative Law Quarterly

2]

FEY VY Slrao A0 ylat T il 0o .8 o3k .1+ 099

B Lf“‘l'“‘f?‘) °sls 3 LSl e 4 L;T) colg s
(A AYAY el oldale

2 AT Il Sl Sl el L8 (6, S0s edis
Sl o5 Db b Gl 5o jasle SLII 55
2l edisn g S gl glasls)l 3 51~
a0 Sy, aadaly cpl 53 ol SLSG3l (o540 s
S el ol 3 el 5 LS 5 S Ol e
Gl @155 Sy, 0487 Jla 53 Cdls amass
Slas,y 35 dine 0l Sospor & pkS (el
i s ol bals s 5L s e Sl
Slp D 53 5350 Sl |y ekl sty b VK
1S 3y LT SLlbl ot o Ghate gy 3L
Sy Too ole Y& s a3 b 3L et o
GGl e sdalrs ulal o 1 Nzl (gsls
52 OLuSol Gusgmr 5 s Ol S 4l 52
b8l 5l Llie colem 5 s s 25
Ulgs oSl 0 0SSl s S 5T VAT o pas
Se ol ol el BYs das 5l 55 8 ol el (550
Coler S (I 8wl o Sl Ol g a0 Sbey, &S
Sphom A il Ol sdales
(Ngobeni,y:v\: A)

03 OaSSsl Goseer ade p Slay, ey o
(S8l o Mol S 55 0l S ol
&..’.)b L;U&'HJ:’ L;)‘K‘tiuj‘*’ oJ\AL&A & o L5:>-

5 Malaysian Historical Salvors, SDN, BHD v. Malay-
sia (ICSID Case No. ARB/05/10), Award on Jurisdic-
tion, 17 May 2007, para. 57.

¢ UNCITRAL arbitration

7. Swiss Confederation and the Republic of Uzbeki-
stan Bilateral Investment Treaty on the Promotion
and the Reciprocal Protection of Investments of 1993
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' A certain duration

2 An element of risk

3 A contribution to the host State’s development

4 Salini Costruttori S.p.A. and Italstrade S.p.A. v.
Kingdom of Morocco, ICSID Case No. ARB/00/4,
Decision on Jurisdiction, 52 (July 23, 2001).
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* Mortenson

> Hwang and Fong

¢ Aron Broches

7 "Cannot be exercised to the point of being clearly
inconsistent with the purposes of the [ICSID] Con-
vention"

8 Christoph Schreuer
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! cannot be ignored when considering the list con-
tained in [the definition of investment within] the
BIT’

2 See Romak S.A. v The Republic of Uzbekistan,
PCA Case No. AA280, Award, 26.11.2009, para. 180
and 188.

3 Dual test
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! “Consequence and not a condition of the invest-
ment.”
2 Post facto analysis
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4 Bridgestone v. Panama, § 1; United States-Panama
Trade Promotion Agreement, Pan.-U.S, June 28,
2007 (hereinafter US-Panama TPA),
https://ustr.gov/trade-agreements/free-trade-agree-
ments/panama-tpa/final-text.
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! "Since Claimants continue to reap significant re-
turns on their investment in Uruguay".

2 lgitimate expectation

3 Bridgestone v Panama
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! Ratione materiae
2 Trademarks Licence
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